The opinion in support of the decision being entered today
was not witten for publication and is not binding precedent
of the Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CHRI STOPHER E. SCOTIT

Appeal No. 1997-1498
Application 08/ 251, 148!

ON BRI EF

Before METZ, PAK, and WALTZ, Adninistrative Patent Judges.

PAK, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s refusal to allowclains 1 through 17 and

19 through 21, which are all of the clainms pending in the

! Application for patent filed May 31, 1994.
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appl i cation.

According to appellant (Brief, page 2), “[t]he clains
stand or fall together.” Therefore, we select claiml1, the
broadest claimin this application, as the representative
cl ai m upon which we will decide this appeal consistent with 37
CFR 8 1.192(c)(7) and (c)(8) (1995). daim1l is reproduced
bel ow.

1. Avisually clear blend of thernoplastic polyners
conprising a polyetherim de and a polyester of (a) an acid
conmponent conprising 2, 6-napht hal ene di carboxylic acid and (b)
a glycol conmponent conprising at |east one glycol selected
fromthe group consisting of ethylene glycol, 1,3-trinethylene
glycol, 1,4-butanediol, 1,5-pentanediol, 1,6-hexanediol, 1,7-
hept anedi ol , neopentyl glycol, 1,4-cyclohexanedi methanol and
di et hyl ene gl ycol, wherein the anount of said 2, 6-naphthal ene
di carboxylic acid in the acid conponent is greater than about
30 nol % when 1, 4-cycl ohexane-di net hanol is present in said
gl ycol conponent.

The sole prior art reference relied upon by the exam ner
i S:

M nni ck 5,284, 903 Feb. 8, 1994
(Filed Dec. 23, 1992)

The appeal ed clains stand rejected as foll ows?:

2 The exam ner has withdrawn the rejection of clains 3
through 17 and 19 through 21 under 35 U.S.C. § 112, second
par agr aph, set forth in the final Ofice action and the
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(1) dainms 1 and 2 under 35 U.S.C. §8 112, first paragraph, as
| acki ng descriptive support for the invention presently

cl ai ned; and

(2) dains 1 through 17 and 19 through 21 under 35 U.S.C. 8§
103 as unpatentabl e over the disclosure of M nnick.

We have carefully reviewed the clains, specification and
applied prior art, including all of the argunents advanced by
both the exam ner and appellants in support of their
respective positions. This review |eads us to concl ude that
only the examner’s 8 112 rejection of clainms 1 and 2 is well
founded. Accordingly, we affirmthe 8 112 rejection of clains
1 and 2, but reverse the 8 103 rejection of clainms 1 through
17 and 19 through 21. CQur reasons for this determ nation
foll ow

Rejection under 35 U S.C. 8§ 112, First Paragraph

The exam ner has rejected clains 1 and 2 under 35 U S. C
8§ 112, first paragraph, as |acking descriptive support in the
application disclosure as originally filed for the

subsequently added l[imtations in clains 1 and 2. According

Answer. See the Answer to the Reply Brief dated August 21,
1996, Paper No. 16.
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to the exam ner (Answer, page 3), “[t]he specification, as
originally filed, does not provide express support for the
‘greater than about 30 mol % limtation added to claim1l." On
t he ot her hand, appellants argue (Brief, page 3) that:

On Novenber 9, 1994, claim 1l of the present
invention was anended to recite “wherein the amount of
said 2, 6-napt hal ene di carboxylic acid in the acid
conponent is greater than about 30 nol % when 1, 4
cycl ohexane-di net hanol is present in said glycol
conponent”. Table 1, on page 12 of the application shows
that the clear conpositions which contain CHDM (Gl1, Hl
1, J1, and K1) have 32, 34, 66 and 100 nol % 2, 6-
napht hal enedi carboxylic acid (NA), respectively. The
anount of NAin GL (32 nol% is clearly about 30, and 34,
66 and 100 are clearly greater than about 30 nol %

Thus, the specification (specifically conpositions Gl-K1l
of Table 1) clearly support the Novenber 11, 1994
amendnent. Reversal of the rejection based upon 112 is
request ed.

The purpose of the “witten description requirenment of 35
US C 8§ 112, first paragraph, is to ensure that applicants
had possession, as of the filing date of the application
relied on, of the subject matter later clained by them In
re Blaser, 556 F.2d 534, 537, 194 USPQ 122, 124-25 (CCPA

1977). Satisfaction of the “witten description” requirenent
does not require that the subject matter |ater clainmed be

described in exactly the sane terns in the application as
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originally filed. Vas-cath Inc. v. Mhurkar, 935 F.2d 1555,
1563, 19 USPQ2d 1111, 1116 (Fed. Cir. 1991); see also Inre
Wertheim 541 F.2d 257, 265, 191 USPQ 90, 98 (CCPA 1976) (“l ack
of literal support... is not enough... to support a rejection
under 112"). The test is whether the application disclosure
as originally filed reasonably conveys to one of ordinary
skill in the art that applicants had possession of the
presently clainmed subject matter. Ralston Purina Co. v. Far-
Mar-Co. Inc., 772 F.2d 1570, 1575, 227 USPQ 177, 179 (Fed.

Cr. 1985); In re Snythe, 480 F.2d 1376, 1382, 178 USPQ 279,

284 (CCPA 1973).

The di spositive question here is, therefore, whether
Table 1 at page 12 of the specification reasonably conveys to
one of ordinary skill in the art that appellants had
possession of the newy added limtation “wherein the anount
of said 2, 6-naphthal ene dicarboxylic acid in the acid
conmponent is greater than about 30 nol % when 1,4 cycl ohexane-
di met hanol is present in said glycol conponent” in claim1.

We answer this question in the negative.
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The exam ner finds, and appellants do not dispute, that
the application disclosure as originally filed does not
provide literal support for enploying greater than about 30
nmol % of 2, 6-napht hal ene di carboxylic acid. As indicated by
appel lants (Brief, page 3), the exanples and Table 1 in the
specification show visually clear blend of thernoplastic
pol ymer conpositions containing 32, 34, 66 and 100 nol % of
2, 6- napht hal enedi carboxylic acid, respectively, together with
1, 4 cycl ohexane-di net hanol. Although these exanples and
Tabl e 1 provide descriptive support for enploying “greater
t han about 32 nol % of 2, 6- napht hal enedi carboxylic acid” in a
visually clear blend of thernoplastic polynmer conpositions,
see Ex parte Jackson, 110 USPQ 561 (Bd. App. 1956), they do
not provide descriptive support for enploying “greater than
about 30 nol % of 2, 6- napht hal enedi car boxylic
acid” in a visually clear blend of thernoplastic polyner
conpositions, see Blaser, 556 F.2d at 537, 194 USPQ at 125.

It may very well be true that the term“about 30 nol % is
i nclusive of “32 nmol % of 2, 6-napht hal enedi carboxylic acid as

argued by appellants. Wat is equally true, however, is that
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the term “about 30 nol% is also inclusive of “28 to 30 nol %
of napht hal enedi carboxylic acid, which are not described in
the application disclosure as originally filed within the
nmeaning of 35 U.S.C. § 112, first paragraph. |Id at 537, 194
USPQ at 125. Accordingly, we affirmthe exam ner’s deci sion
rejecting clainms 1 and 2 under 35 U.S.C. § 112, first

par agr aph.

Rej ection under 35 U S.C. & 103

The exam ner has rejected clains 1 through 17 and 19
t hrough 21 under 35 U.S.C. 8 103 as obvi ous over the
di scl osure of M nnick. See the Answer, page 4. |In order to
establish a prima facie case of obviousness under Section 103,
t he exam ner nust supply sonme objective teaching or suggestion
in the applied prior art taken as a whol e and/or know edge
generally available to one of ordinary skill in the art that

woul d have led the artisan to

the clained invention, without recourse to the teachings of
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appel l ants’ disclosure. See, e.g., In re Cetiker, 977 F. 2d
1443, 1447-48, 24 USPQRd 1443, 1446-47 (Fed. G r. 1992)(Ni es,
J., concurring); Inre Fine, 837 F.2d 1071, 1074-75, 5 USPQd
1596, 1598-1600 (Fed. Cir. 1988). The burden of producing a
factual basis to support a prima facie case of obviousness
rests on the examner. |In re Warner, 379 F.2d 1011, 1017, 154
USPQ 173, 177-78 (CCPA 1967).

The cl ai ned subject matter is directed to “a visually
cl ear blend of thernoplastic polynmers” conprising a
pol yet heri mi de and a pol yester of an acid conponent conpri sing
2, 6-napht hal ene di carboxylic acid and a gl ycol conponent
conprising 1,
3-trinethylene glycol, 1, 4-butanediol, 1, 5-pentanediol, 1,6-
hexanedi ol, 1, 7-heptanediol, neopentyl glycol, 1, 4-
cycl ohexane- di net hanol and di et hyl ene glycol. See, e.g.,
claim1. Wen 1, 4-cycl ohexane di nethanol is used as a gl ycol
conponent, the anount of 2, 6-naphthal enedicarboxylic acid in
the acid conponent is at |east about 30 nol% 1d. Moreover,
according to Table 1, on page 12 of the specification, to

obtain “a visually clear blend of thernoplastic polyners”, not
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only are the specific ingredients recited in the clains on

appeal required, but also

specific proportions of those ingredients are necessary. |In
other words, the limtation “a visually clear blend of
t hernopl astic polynmers” limts the clained conpositions to
t hose conpositions having only those specific proportions of
the clained ingredients, which are capable of formng a
visually clear blend of thernoplastic polyners.

As found by the exam ner, M nnick discloses polyner
bl ends conprising a pol yetherimde and at | east one pol yester
resin derived froma cycl ohexanedi net hanol and a carbocyclic
acid or ester. See colum 1, lines 50-55. The carbocyclic
acid, according to Mnnick, generically refers to any organic
conpound whose carbon skeleton forns at | east part of a closed
ring. See colum 5, lines 40-46. Al though M nnick indicates
that iso and terephthalic acids are the preferred carbocyclic
acids (see colum 3, lines 15-20 and colums 7 and 8, exanple
2 and the Table), it also nentions 2, 6-
napht hal enedi carboxylic acid as one of the carbocyclic acids
useful for formng a polyester resin (see colum 5, |ines 53-

9
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66) .

Al t hough M nni ck generically describes polyner bl ends
having the clainmed ingredients, it does not provide any
gui dance of forming the clainmed visually clear blend of
t hernopl astic polynmers. W agree with appellants that:
Mnnick is silent as to visual clarity [regarding its
pol ymer conpositions] and in fact, Mnnick’s preferred
conposition (100 nol % CHDM 100 mol % T) is cloudy.?
We al so observe that M nnick does not recogni ze specific
proportions of 2, 6-naphthal ene dicarboxylic acid in the acid
conponent of a polyester as a result effective variable for
formng a visually clear blend of thernoplastic polyners. See
Mnnick inits entirety. On this record, we are constrained
to agree wth appellants that M nnick woul d not have rendered

the clained subject matter prina facie obvious to one of

ordinary skill in the art. Accordingly, we reverse the

3 See Mnnick inits entirety in conjunction with Table 1
on page 12 of the specification.
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exam ner’s decision rejecting clains 1 through 17 and 19
t hrough 21 under 35 U.S.C. § 103.
In view of the foregoing, the decision of the examner is

af firmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

ANDREW H. METZ )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
CHUNG K. PAK ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
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THOVAS A. WALTZ )
Adm ni strative Patent Judge )

CKP: pgg

Karen A Harding

East man Chem cal Conpany
P. O Box 511

Ki ngsport, TN 37662
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